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8) 13 Claim(s) Z=37 are subject to restriction and/or election requirement. 
Application Papers 

9) n The specification is objected to by the Examiner 
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DETAILED ACTION 

1 The amendment filed October 24, 2003 has been received, entered and carefully 
considered. The amendment affects the instant application accordingly: 

(A) Claims 1-6 have been canceled; 

(B) New Claims 36 and 37 have been added; 

(C) Claims 7-11, 1 3 and 1 6 have been amended- 

(D) Comments regarding Office Action have been provided drawn to: 

(a) 1 02(b) rejection, which has been maintained for the reasons of record" 
fH^ ??o tnf' ""^j^ftion over the Diamantoglou patent is withdrawn; ' 
(d; 1 12 2 paragraph rejection, has been withdrawn. 

2. Claims 7-37 are pending in the case. 

3. The text of those sections of Title 35, U. S. Code not included in this action can 
be found in a prior Office action. 



4. 



Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 7-1 2 and 35-37, drawn to an oxidized cellulose ester of formula I or 
II in Claim 36, classified in class 536, subclass 63. 

II. Claims 1 3-34, drawn to a method of making an oxidized cellulose ester, 
classified in class 536, subclass 124. 

5. The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the process as claimed can be used to make a 
materially different product such as oxidized cellulose acetate. 
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6. Because these inventions are distinct for the reasons given above and the 
search required for Group I is not required for Group II, have acquired a separate status 
in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

7. During a telephone conversation with Wendy K Marsh on February 25, 2004 a 
provisional election was made without traverse to prosecute the invention of Group I, 
Claims 7-12 and 35-37. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 13-34 are withdrawn from further consideration by 
the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

8. Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 



Claim Rejections - 35 USC §112 

9. Claim 36 is rejected under 35 U.S.C. 1 12. second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 36 set forth that R is (CH2)„COOH in formula II. However, formula II of 
Claim 36 does not set forth an R symbol, which renders the claim indefinite. 

1 0. Applicant's arguments with respect to Claim 36 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

1 1 . Claims 7-12, 36 and 37 stand rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Bogan et al (US Patent No. 4,590,265) for the reasons set forth on pages 
3 and 4 of the Office Action mailed July 24, 2003. 

1 2. Applicant's arguments filed October 24, 2003 have been fully considered but they 
are not persuasive. Applicants insertion of the subject matter of canceled Claim 6 into 



Application/Control Number: 10/007,866 
Art Unit: 1623 



Page 4 



newly added Claim 36 which limits the R group thereof to (CH2)„C00H. does not over 
come the rejection of formula II in Claim 36 since formula II of Claim 36 does not 
contain an R group. Formula II of instant Claim 36 is still anticipated by the cellulose 
acetate butyrate structure set forth at the bottom of column 6 in the Bogan et al patent 
when X represents H; when w is less than 1 .0; when R' and/or R" represents 
(CH2)nCH3, n is 0 and 2; and when x & y are 0. 1 -1 .9. When n In the fomiula (CH2)nCH3 
is 2, the OCOR- and OCOR" groups in instant Claim 36 represent the Bu group in 
cellulose acetate butyrate structure set forth in the Bogan et al patent. When n in the 
formula {CH2)„CH3 is 0. the OCOR' and OCOR" groups in instant Claim 36 represent 
the Ac group in the cellulose acetate butyrate structure set forth in the Bogan et al 
patent. Accordingly, the rejection of Claims 8-12 and 36 under 35 U.S.C. 102(b) as 
being anticipated by the Bogan et al patent is maintained for the reasons of record. 

13. Claims 35 and 36 stand rejected under 35 U.S.C. 102(b) as being anticipated by 
Lee et al (US Patent No. 5,973,139) for the reasons set forth on page 4 of the Office 
Action mailed July 24, 2003. 

14. Applicant's arguments filed October 24, 2003 have been fully considered but they 
are not persuasive. Applicants insertion of the subject matter of canceled Claim 6 into 
newly added Claim 36 by limiting the R group thereof to (CH2)„C00H does not over 
come the rejection of formula II of Claim 36 since formula II of Claim 36 does not 
contain an R group. The Lee et al patent specifically discloses carboxylated cellulose 
esters prepared from oxidized cellulose that include carboxylated cellulose acetate, 
carboxylated cellulose acetate butyrate, carboxylated cellulose acetate propionate, 
carboxylated cellulose propionate butyrate and carboxylated cellulose acetate 
propionate butyrate, all having structures that fall within the scope of Formula II of Claim 
36. See the degree of substitution of the compounds beginning in column 4, line 48 to 
column 5, line 10. Formula II of instant Claim 36 is still anticipated by the carboxylated 
cellulose esters set forth in the Lee et al patent when X represents H; when w is less 
than 1.0; when R' and/or R" represents (CH2)nCH3, n is 0, 1 and 2; and when x & y are 
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0.1-1 .9. Accordingly, the rejection of Claims 35 and 36 under 35 U.S.C. 102(b) as being 
anticipated by the Lee et al patent is maintained for the reasons of record. 

Summary 

1 5. Claims 8-1 2 and 35-37 are rejected; Claims 1 3-34 are withdrawn from 
consideration as being directed to a non-elected invention. 

Conclusion 

16. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed and any 
extension fee pursuant to 37 CFR 1 . 1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Examiner's Telephone Number, Fax Number, and Other Information 

1 7. For 24 hour access to patent application infomiation 7 days per week, or for filing 
applications, please visit out website at www.uspto nov and click on the button "Patent 
Electronic Business Center" for more information. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Everett White whose telephone number is (571 ) 272- 
0660. The examiner can normally be reached on Monday-Friday from 9:30 AM to 6 00 
PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James O. Wilson, can be reach on (571 ) 272-0661 . The fax phone number 
for this Group is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(703) 308-1235. 




